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Facsimile No . s 703-872-9306 
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Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450. . 



RECEIVED ; 
CENTRAL FAX egNTEB 

MAY 1 7 2(Ki5 '; 



Sir: 



PETITION TO WITm>I^W- HOLDING OF ABANDqNMENT 



This is in response to- tfe!^, NQ^;i6^ mailed 
March 17, 2 005. This Notice Xs^X^ error and the 

application should be reinstated- to its -rightful status for the 
reasons set forth below. 
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The prosecution of this applicacion has been delayed time 
and again due to PTO mishandling, and the present situation is . . 
no exception. 

As can be seen from the PAIR' File History, copy enclosied/. *. 
for this application, a Notice, of Abandonment was issued by the • 
Office on October 2, 2000 on the grounds that Applicants had 
failed to respond to the Notice to Comply mailed February 2> 
2000. Applicants were then obliged to respond to these 
erroneously issued Notices, and did so on October 11, 2 000. . On : 
September 18, 2001, the Office issued a Withdrawal of the 
Notification of Abandonment, acknowledging that the February 2,- 
2 000 Notice to Comply had been -issued inappropriately and 
vacating the October 2, 2000 Notice of Abandonment. A copy of . 
the September 18, 2001 Withdrawal bf the Notification of 
Abandonment is also provided herewith. 

On Feibruary 14, 2002, the Offib'^ properly mailed a 
Notification of Missing Requirements stating that a CRF of the . 
Sequence Listing had not been -submitted.^ Applicemts timely, 
responded, on March 20., .'20;02, to j^Jie' .February 14, 2002 
Notification. The Response included.'". a CRF of the sequence 



In connection with this, a^iid/aip an; ix^^ie^tib^ the Office's mishandlirig 
and confusion, A.pplicacnts...|>pint;,o^^^^ History entry dated July 

28, 1999 stating "CRF Disk Has Been Received by Preexam/Group/PCT" ; in 

fact, however, no disk had ever been submitted by Applicants at the time 
the February 14, 2002 Notification was issued, and issuance of that 
Notification was justified. 
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listing. A copy of the Response (excluding CRF) is provided . 
herewith. 

As can be seen in the attached PAIR File History, there 
an entry dated March 25, 2002 that ;^CRF Disk Has Been^ Received 
by Preexam/Group/PCT" and ari entry, dated May 31, 2002 that "CRF. 
Is Good Technically/Entered into database." Furthermore, on 
April 22, 2003 the Office issued a. Notice of Acceptance of 
Application indicating that, inter alia, the '"Biochemical 
Sequence Diskette filed on 03/2 5/2 002'< had been received. 
Applicants note that it took the Office eleven months from the 
date it had found the CRF compliant- with the rules to (it 
appeared at the time) formally accept the application. 

The 4/22/03 Notice of Acceptance was accompanied by ah 
official Filing Receipt and, astouridiiigly , a Withdrawal of 
Previously Sent Notice stating that. "[I] t has come to the 
attention of the Office that the Notice mailed on 02/14/2002 was 
sent in error. Please disregard that Notice. The application 
is complete and. will be processed for epcatnination . . . . We 
apologize for any inconvenierk::e this^^^h This 
incongruous Withdrawal Notice notwithstanding/ the Office had 
provided ample indication :in tke fpirm of various communicat.ions 
acknowledging that the applie^ti'0h .i^a^ ready for 
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examination, and Applicants felt confident that normal 
prosecution would begin 

In light of Applicants' receipt of the Notice of Acceptance 
and the accompanying Withdrawal Notice stating that the 
application would be processed for examination. Applicants 
expected that the next Office communication would be in the form 
of an action reflecting examination on the merits. However, the 
next communication Applicants received was the March 17, 2 005 
Notice of Abandonment. Incredibly, : the reason given for this 
action is "Applicant's failure to timely file a proper reply to 
the Office letter mailed on 2/2/00 . [Emphasis added.] 

Again, the 2/2/00 Notice to Comply to which Applicants 
failed to reply was erroneously issued in the first places- 
Applicants pointed this out in their October 11, 2000 response 
to the Notice of Abandonment; and, in the Office's September 18, 
2001 Withdrawal of the Notification of Abandonment, it was 
acknowledged by the Office that the. 2/2/00 Notice had been 
mailed prematurely and that it was . therefore being vacated. 
Applicants are thus now obliged to respond to a Notice of 
Abandonment issued for failure tO:. respond to a Notice vacated by 

^Further (Remonstrating the Of f iceVe -COti^^ and . mishandling,, 

however, Mr. Rashmee Tadvalkar cal-iedy.b^^ 14, 2003 to inquire if 

Applicants had received a .Notice ot} iS.^^d%jid^d Abandojnment mailed Septentber 

3, 2002. Mr. TadvalKar was informed that not only did Applicants Have no 

record of having received such a communication, but that they had no idea, 
given the circumstances, why such a Notice would have been issued in the 
first place. Mr. Tadvalkar provided no enlightenment in this regard. 
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the Office more than years ago^ Furthermore, again. 
Applicants fully responded to the Notification of Missing 
Requirements properly issiaed on February 14, 2002 and such was . 
acJcnowledged by the Office in the form of a Notice of 
Acceptance. 

As is clear from the facts set forth above, the outstanding 
Notice of Abandonment, like its predecessor, was issued in error 
and must be withdrawn. Also, it must be noted that this 
application, submitted to the DO/US on July 28, 1999, has yet to 
receive an examination oh the merits . That nearly six years 
have since passed is due entirely to. Of fice mishandling. . It is 
respectf.ully requested that the application not only be 
reinstated but that it be given expedited processing to 
examination. 

Applicants respectfully submit that the Office's handling, 
of the subject application does not- even meet a minimum stanaaird 
of due care. In this case. Applicants have been irreparably 
harmed by the Office's demonstrated ineptitude. Surely^ 
Applicants are entitled to relief for the wrongful erosion of 
patent teorrn due to inexcUsaible delays- attributable to the 
Office. Under the circumstances. Applicants are further 
entitled to expedited donsideratipri - and granting of this 
Petition. 

No fees should be due, since it is entirely through Office. 
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error that this Petition is required in the first place. 
However, should it be determined that a fee is required for any 
reason, the Commissioner is hereby authorized to charge it to • 
Deposit Account No. 2^-1703. 

Dated: May 11, 2005 Respectfully submitted 




Reg. No, 35,372 

. Customer Number 007470 
(212) 819-8200 

Agrent's Direct Line: 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Aoplicants; Balganesh et al. : 

) 

Serial No.: 09/355,296 : Exsirdner: To be assigned 

) 

Filed. June?, 1999 Group Ait Unit: 1643 

Title: RNA POLYMERASE ASSAY 



RECEIVED : 
CE^JTRALFAXCE^^tEft 

MAY 1 7 2005 



I hereby certi fy .(hat this paper is b«in g 
deposited with ijie.Uhited Stales Postal 
Seryi(;re as- ftr^ cl^s? rraiJ in an envelope 
addressed to: Assistant Gommissioner for Patents 
• Washington, D. C 20231. 



T!helin a A. Chen Cleland 



40.943 



Name 



Reg. No. 



Signature Date 



RESPONSE TO NOTIFICATION OF MISSING REQUIREMENTS 

BOX SEQUENCE 

Assistant Commissioner for Patents 
Washington, D.C 20231 

Sir: ., ■ ' ■ V ^. ' . . ■ - 

This is in response t^the Notification of Missing Requirements Under 35 U.S.C. § 371 
('Tsfotification'O mailed on 02 Febmary 2002, regai'ding the Sequence Listing in the above- 
identified application. A copy of the Notification is enclosed. 

In conipliance with 37 CFR §§1.821-1.825; enclosed is a compater readable copy of the 
Sequence Listing for this application. The content of the computer readable copy is identical to 
that of the paper copy filed with the applicatiori. 

Applicants assert. that, no new matter has been introduced in these submissions. 

Applicants respectfully request favorable cphs;idei*ation and entry hereof 
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No fee should be due with this reply. However, the Commissioner is hereby authori2;ed to. • 
charge any fees required with this paper to Deposit Account No. 23-1703. 
Dated: March 20, 2002 Respectfully submitted, 



Thelma A. Chen Cleland 
Reg. No. 40,948 



Customei' No. 007470 
(212) 819-8515 



Enclosure 
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Docket: 1103326-0576 



Sequence Listing- CRF 
Balganesh et aK 
U.S. Jfat App. 09/355,296 
To FiJled July 28, 1999 

For: RNA Polymerase Assay 



File Rl 765. txt ^ 

■ ■ V 
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WHITE & CASE LLP 

PATENT DEPARTMENT 

1155 AVENUE OF THE AMERICAS 

NEW YORK, NY 10036 



Tahjore BALGANESH et al. 
U.S. Application No.: 09/355,296 
PCT AppUcation No.: PCT/SE99/00979 
Int. Filing Date: 7 JUNE 1999 



In re Application of 



WITHDRAWAL OF THE 
NOTinCATION OF 
ABANDONMENT 



Priority Date: 9 JUNE 1998 

Attorney's Docket No. 

For: RNA POLYMERASE ASSAY 



This decision is responsive to applicants' commuracation filed 16 October 2000, wffich is:" 
being treated as a petition under 3 7 CFR § 1 . 1 8 1 to withdraw the holding of abandonment; 



On 7 June 1999, applicants filed iirt«rn^Oj«^ PCT/SE99/00979. A copy bf . 

the international appHcaction was cbmmuiucated tp the l/nited States Patent and Trademark Office . 
from the International Bureau on 16 December 19S>9. A Demand electing the United States was 
timely filed on 22 December 1999. Accordingly, the 30-inonth period for commencement of the 
national stage in the United States and payment of the basic national fee expired at midnight on 9 
December 2000. 

On 28. July 1999, a TRANSMlTTALLETtBR TO THE UNTTED STATES 
DESIGNATED OFFICE CONCElM^G aMiNG UNDER 35 U.S.C. 371 accompanied by, 
inter alia, a declaration and payment by deposit, aiccount of all required fees was received in the 
United States Elected Office (EO). 

On 7 October 1 999, a NOITFICATION OF ACCEPTANCE OF APPLICATION 
UNDER 35 U.S.C. 371 AND 37 CFR 1 .494 OR .L4?S (Form PCTA)O/EO/903) was mailed to . 

applicants indicating that the preseiit application had been accorded a 35 U.S.C. 102(e) date and 
35 U.S.C. 371 date of 28 July 1999. 
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Applicatioh No. 09/355,296 

On 2 February 2000, the examiner mailed applicants a NOTICE TO COMPLY WITH 
REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING NUCLEOTIDE 
SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES. This Notice set a one- 
month period for reply, with extensions of time permitted under 37 C.F.R. §1.1 36(a). No 
response ha\dng been received and na^Ktension of time obt^ed, the application became 
abandoned on 3 March 2000. A NOTICE OF ABANDONMENT was mailed on 2 October 
2000. 

On 16 October 2000, applicants filed the instant petition asserting that the holding of 
abandonment should be withdrawn as: 1) applicants never received the Office action mailed 2 
February 2000 and nonetheless, 2) the processing of the application and the subsequent issuance 
of the 2 February 2000 Office action were premature as applicants expressly requested that the. 
National Stage processing of the application not commence until the expiration of the applicable 
time limit under PCT Articles 22 and 3 9( 1). 

MSCVS^IQff 

35 U.S.C. 371(b) provides that: 

Subject to subsection (f) of this section, the national Stage shall commence with the 
expiration of the applicable time limit under article 22(1) or (2), or under article 39(l)(d) 
of the treaty. 

35 U.S.C. 37i(f) further provides that: 

At the express request of the applicant, the national stage of processing may be 
commenced at any time at which the applidatibn is in order for such purpose and the 
applicable requirements of subsection (c) of this section have been compHed with. 

Wliere the United States has been elected uaider Ghjipter 11 of the PCT prior to the expiration of 
19 months from the priority date, the appBcable time limit under PCT Articles 22 and 39(1) is 3Q 
months from the priority date. See 37 C.F.R. §1 .495. 

The instant petition was timely filed withiin 2 months of the action complained of Applicants' 
arguments on petition are weU taken. The election of the United States was filed 22 December 
1999, prior to the 19th month frbni the priority date of 7 June 1998. Furthermore, applicants' 
transmittal letter for entry into the National Stage expressly requested that 'United States 
National processing of the applicatiori commience at the (expiration of the applicable time limit 
under PCT Articles 22 and 39(1) according to the provisions of 35 U.S.C. 371(b).'' 



2 
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Application No. 09/355,296 \ V ' i ' v ■ 

Accordingly, it is concluded that the NOTICE OF ACCEPTANCE was maUed in error, and thus, ^» 
the application proceeded to examination in error. Consequently, the NOTICE TO COMPLY 
mailed 2 February 2000 was mailed prematurely. 

For the above reasons, the petition under 37 C;F:R. $1.181 is GRANTED TheNOtlCE 
TO COMPLY mailed 2 February 2000 and the NOTICE OF ABANDONMENT mailed 2 
October 2000 are hereby VACATED 

piis application 15 being forwarded to th^ 
Iniernational Division to make a determination as to whether the requirements for a sequence 
listing have been met. 

After the sequence listing requirements have been met, the United States 
Designated/Elected Office will issue a NOTIFIGATION OF ACCEPTANCE (FORM 
PCT/DO/EO 903) with a 35 US.C. 37l(c)date of 9 December 2000, and a 35 US.C. 
371(c)(lX(c)(2) and (c)(4) date of 28 July 1999. 

Any further correspondence with respect to this matter should be addressed to the 
Commissioner for Patents, Box PCT, Washington, DC. 2023 1, with the contents of the letter 
marked to the attention of the PCT Legal Office. 

Leonard Smith 
PCT Legal Exarniner 
PCT Legal Office PCT Legal Office 

Telephone: (7O3),308'13I5 
Facsimile: (703)308-6459 
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